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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name GWIL Industries Inc.

Granted to Date 11/10/2013

of previous

extension

Address 5337 Regent Street
Burnaby, BC V5C 4H4
CANADA

Attorney Kevin M. Hayes

information Klarquist Sparkman, LLP

121 SW Salmon Street, Suite 1600, One World Trade Center

Portland, OR 97204

UNITED STATES

kevin.hayes@klarquist.com, ptotmdocket@klarquist.com Phone:503-595-5300

Applicant Information

Application No 85806354 Publication date 05/14/2013
Opposition Filing 11/07/2013 Opposition 11/10/2013
Date Period Ends

Applicant

BIRTLEY INDUSTRIAL EQUIPMENT CORPRATION
2333 INNOVATION DR

LEXINGTON, KY 40511

ISRAEL

Goods/Services Affected by Opposition

Class 007. First Use: 2010/01/01 First Use In Commerce: 2010/01/01
All goods and services in the class are opposed, namely: Coal and mineral processing equipment,
namely, centrifuges, cyclones, screens and dryers

Grounds for Opposition

| Priority and likelihood of confusion

| Trademark Act section 2(d)

Mark Cited by Opposer as Basis for Opposition

U.S. Application/ NONE Application Date NONE
Registration No.

Registration Date NONE

Word Mark BIRTLEY

Goods/Services coal and mineral testing services and geochemical analysis, analysis

and beneficiation of coal and related bulk handling and sample
preparation services



http://estta.uspto.gov

Attachments BIRTLEY Opposition.pdf(1635466 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Kevin M. Hayes/
Name Kevin M. Hayes
Date 11/07/2013




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

GWIL Industries Inc., )
)
Opposer, ) NOTICE OF OPPOSITION
V. )
; T2 A : ) Opposition No.:
Birtley Industrial Equipment Corporation, ) App. No. 85806354
Applicant. 3

In re trademark application of: Birtley Industrial Equipment Corporation

Serial No.: 85806354

Filed: December 19, 2012
Mark: BIRTLEY & Design
International Class: 07

Published in Official Gazette:  May 14, 2013

NOTICE OF OPPOSITION

COMMISSIONER FOR TRADEMARKS
P.O. BOX 1451
ALEXANDRIA, VA 22313

GWIL Industries Inc., located and doing business at 5337 Regent Street Burnaby, BC
Canada V5C4H4 (“GWIL” or “Opposer™), believes that it will be damaged by registration of the
mark BIRTLEY & Design shown in application Serial No. 85806354 for coal and mineral

processing equipment, namely, centrifuges, cyclones, screens and dryers (the “Opposed

Application”).
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The grounds for the opposition are as follows:

1. Opposer, through its Birtley Coal & Minerals Testing Division, has been offering
coal and mineral testing services and geochemical analysis, analysis and beneficiation of coal
and related bulk handling and sample preparation services (“Opposer’s services™) in the United
States under its trademark BIRTLEY for at least over four decades (“Opposer’s BIRTLEY
mark™).

2. The purchasing public has come to know, rely upon, and associate Opposer’s
BIRTLEY mark with Opposer and to recognize Opposer’s services by Opposer’s BIRTLEY
mark. Opposer has established valuable goodwill in Opposer’s BIRTLEY mark.

3 Opposer adopted and used its BIRTLEY mark well before the December 19,
2012, filing date of the Opposed Application.

4, The Opposed Application identifies: coal and mineral processing equipment,
namely, centrifuges, cyclones, screens and dryers.

5. Coal and mineral processing equipment, namely, centrifuges, cyclones, screens
and dryers are related to coal and mineral testing services and geochemical analysis, analysis and
beneficiation of coal and related bulk handling and sample preparation services, and customers
and potential customers for Opposer’s services in many cases would be customers or potential
customers for the goods and services identified in the Opposed Application.

6. Companies that offer coal and mineral processing equipment, namely, centrifuges,
cyclones, screens and dryers attend the same conferences as companies that offer coal and
mineral testing services and geochemical analysis, analysis and beneficiation of coal and related

bulk handling and sample preparation services.
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7. The “International Coal Prep” conference, for example, has been attended by
Applicant - and that conference includes attendees that offer analysis and sampling services (as

shown in the screen capture from Applicant’s website at www.birtley.us attached as Exhibit 1

and the screen capture from the website for the International Coal Prep Conference at

www.coalprepshow.com attached as Exhibit 2).

8. The mark of the Opposed Application is dominated by the word BIRTLEY.

2. The mark of the Opposed Application is identical in sound to the word BIRTLEY.

10, The Patent and Trademark Office stated in an Office action refusing Opposer’s
application 85838424 for BIRTLEY for “coal and mineral testing services and geochemical
analysis, analysis and beneficiation of coal and related bulk handling and sample preparation”
that: “[i]f the mark in the referenced application [, the Opposed Application,] registers,
applicant’s mark may be refused registration under Section 2(d) because of a likelihood of
confusion with the registered mark(s).”

11. Indeed, the mark of the Opposed Application so resembles Opposer’s BIRTLEY
mark as to be likely to cause confusion, mistake, or to deceive consumers, within the usage and
meaning of Section 2(d) of the Trademark Act of 1946, as amended, when used by Applicant on
or in connection with Applicant’s goods identified in the Opposed Application.

WHEREFORE, Opposer deems that it will be injured and damaged by registration of the
mark of application Serial No. 85806354 and Opposer requests that this opposition be sustained,
that said application be rejected, and that no registration be issued thereon.

This Notice of Opposition is being filed together with the filing fee stated in 37 C.F.R.

§ 2.6(a)(17).
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Dated: November 7, 2013
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Respectfully submitt

By

Kekin M. Hayes | | /
Klarquist Sparkman, I.LP
One World Trade C\;:}ter, Suite 1600
121 S.W. Salmon Stfreet

Portland, Oregon 97204

Telephone: (503) 226-7391
Attorneys for Opposer



CERTIFICATE OF SERVICE

The undersigned hereby certifies that on November 7, 2013, a true copy of the foregoing
Notice of Opposition was served on Applicant at the Correspondence Address listed for the

Opposed Application by first class mail, postage prepaid, to:

Birtley Industrial Equipment Corporation
2333 Innovation Dr.

Lexington, Kentucky 40511-8514

United States

/
Kevin M. Hayeé

Certificate of Service
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Whether you're planning your first trip to Coal Prep, or you are a
repeat attendee, the information below will prove useful.
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